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SUMMARY 



Claims i-Lf 

Shi.nva 1 t + a i r *hc 1 1 rai^ t die\eii 'K^kaIi 1 ^ ur v .n^ -I s - i 1 1 1, \ 
'xl c\td X iat v .e 3oaie" "no x tX U"< > nvjo o b Iser ^ i" .\ al ^0 a> a u >al 
ms beO ii> ^ev oo\ oi :>res- x 2 > TLe rewiu dov,i not >appo t ar\ ,\3^a n t kL io 
t<a> a <h iM ii. > i^s , v ipv ' uori it>ioi,i ii'^iOi *i v tiPK v t t 3oue" <■ 
decision. tn.ai: 

A >or trui ^ as! ! is irt oi\ t/ ni rip -"i^surr 
oo gi t'i d u> i )r e\per ea^e Oxi <- h f f -a vweu^ <* o i.t a<\ 
o m o men ^ m ^ h v l t ^<>\ r i to lt o \ *u>.., '<„> 
v oi> d 1 a< e Ker j>e] i^-rt «>0iJv uiv a;>d t>x -»] ap e ,e' ^ uf 

tv^outciu . ^ iHCil ^s, 4 I10 "U n-*<~tiK> ' *X1 s 'i 

\\b *>0"U> e^eux Ix Pe'oe, p'i^e ' 'x'vr ^viu'i^W 
v tirV - e .. + tii u s.' res tr e\e> it >r ( < j b< J. > at' s, 
iice b< ^ ^de ax .x.t-x 1 s Je S\\* so i jv . s 

Claims 16-29 

With rep eel ti: cUiin -s 1 N>>, it brlxved ".hat t:x- Board ■ -\ ertvked a dajn's brrsnahen 
and riio ippjehaidtd t}x moaning id ""auioiuatic " As a result, it is behe\ed tlvt Ue iWid 
CTtoncvjusiy interpreted, the Hmrtaimn t-f die a: k\ist one > , ompu t or programme-.! "to auioniatieaix 
\ laich eiders ensured b\ ast-rs and araonutxalh exeeutt i-aJts of mate hoc orders " tv penn.: 
r^n' aivu as olesei . vd ;n Sdsein^aK et al 

CI turn i-/5 

Silverman et al 

App'i-ar s Jij^ed i > , t \^ \xd B'i*-t v rl u pw * ^ ci tur 1 

Sd.v. rar i / u/ v o^aos \ at 'i.oi >uM <«. so no ^ j < \«i 
b^*\\oei t c> i ut i part io > xd<n a t* - i sae w <.a i be (. ^ 'p i ee 
ns^v T ur,w t .' u va id. st,' s v oi '■i^.e^t .k i Vs auu 5 
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would take place between a uses oi the Sii\ crrs-an 1 1 oi s> item and 
a non-user, i c- 'i nam who has not enteted orders arid iramacSion 
parameters into the Silverman i r u! .wstem In tact, j trade 
proceeding to completion without negotiation between pio ^recuse 
parties to ;he trade. as is possdde in the method claimed in claim 1, 
runs i-ounter to the negotiated matching sv^em disclosed m 
Silverman «./ «" <bmpha.so> supplied t 

Although tiie Htifird reeogm/ed tha; Silverman et ah docs not provide ibt trading between 

a user and a non-user, n is beK.\ed that the Board misconstrued Applicant urgm-netiM i be 



As to the appellant' ..> argument mat Silvers duos' not diseh^e or 
sieges* how negotiation would take place between a user u* the 
Silverman ci ai. sy atetn and a nun-user, this is not in claim I . 
Chant 1 claims a negotiation between "the lirsl partv and a 
counterpart? electronical!) agreeing to trade." therefore, both 
panics are u^e;s. 1 Ite apparent threat oi appellant' = argument 
that Sih erman -.toes not ehsf !oso completing .1 trade with a uon 
u^cr The Fsaindner agrees and applies I iiSbrs tor ihjs portion of 
the eiohmed subject matter Decision pg "'■H 

1 ac K>« e hided to appreciate that d the Silverman et aS. ssstem were extended, based on 

>! V -> el a" to permit a tiade with a non-n^er, then Siherman el ai. would pennii trade 1 wuh 

>cut.t > that base >>r entered transaction parameters, e.g premedications or umlmg -. which 

\, *i u iieiivCs + »o\ the picrntse upon which tiie SMv erman at al system operates Sdv erman el 

. ^ esv, T joe ^ tl til u'icrs muss enter ran Ling and Cither transaction parameter^, and the s> stent 

j tcs ' ikijti J . ansacnono for rnasebmg based, not <-nh on transaction terms, bu aiso 051 udic; 

^arsee o j p Ute 'eters, namely the ranking^. Allow iiig a frade vi xjU~>n:di^ca ] \\ execute outride 

'he bihcamai) et ai. ssstetn allocs a trade between a .n.stem user who l;a-' entered ranlmgs and a 

parr'v who has no; been preu aaaineu or ranked :dr matchum I his deprives a Silverman e* 1] 

system user (>uhe limitation to trade onh wnh parties that hive been p^equahfied - 2 eertUal 

feaUtre of Sdv erman et ai !-or example, the pnee term given b\ Silverman et a., system u^e; 



Si \ vifKu 1 , et al sv-V.r. ho.u, lot ev*: mle oa i k f, v,nc a, >ae il± o s,ar Vu n, oe 
"rospeet \* to^ ttc^ciU who 1 sj ,p ll( ,e\ r vio'.t tot cVonJ oJvs pattu^ 

< v c- ir v: cot e\t b \ \r*el <.anS a> t d toc\ he'' and J ^ i\. \rv^^ o ^ t u,t 

' *M , I Ci 000- CO* C,S. "se <>] i ^ost .^'Vs ! t.V t *iO 5 v\. lK' .-vO O ^0 vVfHC^' .1 \-C 

oMA^nei-tij.] tu svouni a ivm*^* t e i pa t<< n ho >'hm o earned > tun t<iu! 
m;mf*, pa\wK len *no t'io St^ e n ao «' s^tem u fact, a tr ue oioteeA ij to 
completion without, negotiation between prospective parties to the trade, as is possible in die 
method claimed in claim 1, r««s counter to the negotiated matching system disclosed in 
Silverman <>/ al2" {Emphasis .supplied.? 

Here, the teachings of the prior art conflict - the negotiated matching only with 
prequalified parties of Silverman et al. and the automated execution without negotiation between 
in«system and out-of-system. not prequalitled parties ofTiif'ors el al. The only motivation given 
by the Examiner, and acknowledged by the Board, is thai parties want the best price available 
(Decision, pg S-0). Sec MPEP % 2143.01 Li. 

Also, the proposed combination of Tiilbrs et al. with Silverman et al. would render 
Silverman at al. unsatisfactory for its intended purpose - a negotiated only system, where traders 
trade only with parties that satisfy ranking transaction parameters. See MPEP % % 2N3.0iVand 
VI. 

It is believed that the Board misapprehended the foregoing, which it is believed was 
material in lite divided Board's conclusion on obviousness and its affirmance of the rejection of 
claims 1-15. 



The Board's unsupported conclusion 
regarding one of skill m the art 

There is no foundation whatsoever in The record of how software and computer systems 
are ueveloped, and there is no support for the Board's conclusion that one of ordinary skill in the 
art would "'immediately [envisage] the simple sets of two criteria, i.e., iwo sides of the 
tuns. uetj,>n and two choices as to whether to execute the better price function, as creating four 
membejs of a set of outcomes vz. execution lor both sides, sell side, buy side, and mxthcr side." 

Applicants disagree with this conclusion and request rehearing because, among other 

•.hnu-a. the Board's divvied decision that the invention of claims 1-15 is obvious is based on this 

conclusion. For example, the claimed functionality relates to business methods. Thus, at least 

the following questions, which impact on input by system designers and coders, arise: 

« How are computer system and software specifications for computer implemented trading 
system s de veloped ? 

« In developing such system and software specifications, what discretion do system 
designers and coders have to consider possible future functionality, and what part do 
present business objectives, costs, resources and deadlines play? 

* In developing a trading system in which an objective is to provide the best price to 
investors vis-a-vis market makers, would system designers and coders be motivated to 
also design a system which would provide market makers wi?h the best price on a 
possible trade with, e.g., another market maker, particularly in view of the previous 
question? 

As mentioned above, Silverman et al, is the primary reference in the rejection of claims 
1-15. Therefore, the following additional question arises: 

* in developing such system and software specifications for a negotiation only system 

i Silverman et a!. .;, what discretion would system designers and coders have to also design 
in the capability for a non-negotiated trading system to also have the capability to match 
and execute non-negottated trades outside the negotiated trading system, again given 
constraints such as business objectives, costs, resources and deadlines? 
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it is believed that the Board did not consider any oi'the foregoing facvua) factors, which it 
is submitted impact on what a systems or software designer foresees or does not foresee, or 
consider or does not consider. 

in addition, although the Board did not so state, it is believed that the gist of its position 
regarding a person of ordinary skill in the art, is not only what such a person would reasonably 
foresee, but also that the claimed invention is within the capabilities of such a person and that it 
would be possible to combine Silverman et al. and Tilfors et al. To the extent that these entered 
tmo the Boaid** rea^nn;^. Uka sUonid not be considered as grounds lor obviousness. See MPKP 
* * :i4V01 IV and III it\specti\ch 

Rehearing should be p anted with ie;>peet to cWn^ because it :s believed the all of 
the aV^e impacted Ave di^ ided BoardV JtctM^n oLnionsaess 
O'ahm J 6-29 

As pointed out hi the summary above, Applicants submit that the Board attributed a 
meaning to "automatic" which resulted in the erroneous interpretation of the limitation in claim 
1 6 of the at least one computer programmed ''to automatically match orders entered . by users 
and automatically execute trades of matched orders" to permit: negotiation as described in 
Silverman et al. 

Claim 16 is in .tepson form. The preamble claims an electronic trading system 
comprising at least one computer with associated computer memory and a plurality of user 
stations coupled thereto via a communications network. The preamble goes on to claim that the 
at least one computer is programmed to automatically match orders entered into the user stations 
by users ami to automatically execute trades of matched orders. 
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"Uk -rnpivv ement p.trt oi the claim provider among other things, that the .it least one 
computer {previously claimed m the preamble* is tddmonaih progmmmed to transmit an 
indication of interest (f<H> in <: stock lor \\hich this, u-vr ha^ enteied a related oidct that ^an be 
automatical!} makhed and v\hieh a trade can be auioniaiicdh executed' ;a- pro mush 
claimed in the preamble,!. 

The B><ard round thai "'amomatieaiK' is a very broad tern! that orth refer? to execution 
itself of a trade m claim lo as dratted,"* and that "fhc word 'automatically ' means no more than 
to apply automatic technique lssj;~' It is helieved lh.it the Hoard failed to confer that me 
preamble of claim lo clam^ both automatic mtitcking and automatic e\eeutk;ri. site 
improv emem in claim lo includca transmitting an 30l for which tin order has been uttered that 
veai also re automatically maicaed and traded It is be lieu J that the Bo.ad failed to consider that 
if the preamble can be ->vud to parmii negotiation taking place so-ne time between an'omanc 
matching and automatic execution, then the preamble can cneornpa-^ the improvement <af 
providing an K d related an automatically m^tehabk- a- id automatically executable order 

Claim tenm; are given their ordinary and customary meaning, which is the meaning thai 
the term would have to a person of ordinary skill in the an. based on the language id the e:aun> 
and the smecirtcat.on. I'hiiip* v JiYH Corp . J '5 / hi ] 5* G (Fed. tir. 2005 1 , \;though. during 
examination, pending claims must he given their broadest reasonable interpretation, ihi^ must be 
done consistent with the .specification and consistent wah hUerpretaimn that dioso skill*-.! m the 
an would reach. Id. Mf'Lr s s 213 ] and 2111.01 I, { iaim 16 relates to a s\^;am which tan 
match orders with and without negotiation. The specification is qutk clear on this Ve, lot 
example, page >, lines 3d> and Fig. 3 which shows a scperatc 301 scner lot process' ng ICds 
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One of ordinar, skill in the ar. would understand that automatic matching oi orders xad 
automatic execution of (automatical K } matched order* doe* not permit ne^odati.-n 

1 he Board *hnp!\ concluded that 
■'aiitomatiealh' w a M?r\ broad, sent! that onh refers {<■> execution o^n trade in claims^ as dialvd. 
wLhout rclerente te the iau that the preamble of claim hi aLo eai.s for automatic rna;thirg of 
-rdei^ Is u, be:e\cd thr \jc \k\i\d did n<u consider vkha: one of Aill ir the art would 
undeisiand au\ uiatse matehiiir id i *ders and aurotmnk execution of rn.uch.t-d orders to meai; in 
sjew of the eiaini sancaage ~nd 'rte ^peeificaUon, instructed b\ she Federal CVeuit in Philips. 

\pphcaufi request sehearing beCT.se the> be:ie\e thai, the Ho iro faded u- ecmside- tic 
foregoing in Us consideration of the i;ieirui:s: of "aiuoixiane " 

CLOSING 

Applicant's submit that leheardng should K> paired to address the issues di.-cnsseJ 

above. 

Res| irctn e^ ^ ^sri . d 
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